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Remarks 

nave been — » income the e,eme„.s of dependent Cain, 33 and 46, respeCvely 

and 46. Supper, for ,he amendments ear, be found throughout Ore subject spec,nca..on and ,„ 

claim5 as original* ft* - — — » f * — '- , b t; 

^ectfuUy reared. According* Cairns 25, 30-32, 34-45, and 47-55 are current* before tne 
Examiner. Favorable consideration of*e pending claims is respectfully requested. 

Claims 25 33-42, and 46-53 are rejected under 35 USC §§ .02(a) and .02(e) as anucpated 
bv Soos e, al (u'.S. Patent No. 5,906,816) for the reasons se, ford, in the May 19, 2003 Office 

, att c p«w No 5 939 286) for the reasons set forth in the May 19, 
anticipated by Johnson et al. (U.S. Patent No. ™ 

^Office Actio, ^^^^^^A^^. 8 ™-; 

contain rejections under § 102 based on tbe Soos e, al C816) or the Johnson e, a/. ( 286) patent, 
Applicants respectfully traverse these grounds of rejection. 

Applicants respect* maintain ft* the Canned invention is novel and nonobvo s. The 
Examiner asserts that the Soos * aL ("816) patent teaches mammalian interferon .au and that , , 
J Z for the treatment of autoimmune dis.se and that the Johnson - * ("286) patent teaches 
lion tau/interferon alpha chimeras and treatment of immune system disorders, mcludmg 
aUergy using the chimeras. AppHcants respectfully maintain that the inh.bi.ion - -suppress™ o 
l^-speCf,lgE P rodu^^ 

USPQ2d 1917 1922 (Fed. Cir. 2002, ("If the . . . limitation is inherently disclosed by the [cted] 
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paKnt U mus, be necessary present and a person of ordinary skill in the art would recosnze us 

:ZI,ioU by an ^ under § ,02(b), no, anticipation based on disclosure tn U.S. 

patenu under §102(a) and §102(e). 

The Examiner also asserts under these rejeettons that there ,s nothmg 

Illtheoiatntedmethodsaredirfe— fo nt Recited paten., .dependent^ 
42 recite "A method for suppressing or inhibiting allergen-specific IgE product and A 
^odforsuppressingorinhib^ngp— ^^^..^^ 

Ruction or suppressed or inhibited proration of an IgE-producmg c . By 

Cairns 33 and 46, respective*. Because the dements incorporated tnto Cauns 25 and 42 by 
1IL, were present in pending dependent Cairns, Applicants respectfuUy s„bm„ that the 

,1 hfe and meaning to the Cairn ianguage ,n Cairns 25 and 42 that reads adm mst „ ,0 a 
personor animal inneedof suppression or irfli bi.ionof . . "IgEproducttonorprohferaho oflgE 

Cairn - " ft*- Co., 5, USPQ2d 1.62 (Fed. Or. 1999). Thus, an 

orinhibhionofallerg^^^ 

of the subject application contain elements that are no, taught or suggested, etther hterally 

"ol widun me four comers of me document each and „ element and m,,a„ 

ILued in me rented Cam, S^s «* * — » — ^ 

USPQ2d .001, 10.0 (W. Cir. 1991). The patents cited by the Exammer do no, ,each or sugges, 
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recognition and treatment of a person in need of suppression or inhibition of allergen-specific IgE 
production (amended claim 25) or suppression or inhibition of proliferation of IgE-producmg cells 

(amended claim 42). 

Under these rejections, the Examiner also asserts that the patient population that would 
receive treatment with the claimed method "is not separate from the population treated by the 
methods of the '816 and '286 patents" and further asserts that the population of patients treated usmg 
the methods of the cited patents would "include a population suffering from IgE-related allergy. . .." 
Applicants respectfully assert that there is no evidence presented that the population of patients 
treated under the cited patents would include persons or animals in need of suppression or inhibition 
of IgE production or suppression or inhibition of proliferation of IgE-producing cells. Moreover, 
there are no results or findings presented in the cited patents to establish that interferon tau could be 
used to treat IgE-related allergies: the disclosure in the patents is clearly directed to the antiviral 
activity the lack of cytotoxicity, and me use of interferon tau for treatment of auto™^ 
such as a multiple sclerosis (which is based on results showing the inhibition of development of 
experimental allergic encephalomyelitis in mice). While there is some data presented in the cited 
patents regarding antiproliferative effects of interferon tau, there is no teaching or suggestion of 
inhibition of proliferation of TpF.-producing cells by interferon tau. 

mregardtoindependentcl^^ 
under §102 based on the Soos et al. (<816) patent. In the October 9, 2003 Office Action, the 
Examiner asserted that Table 2 of the Soos et al patent teaches in vitro administration of interferon 
tau and Applicants assume that this is the basis for the rejection of claims 54 and 55, although the 
Examiner did not specifically address these claims under the rejection in the outstanding Office 
Action Applicants respectfully assert that there is no teaching or suggestion, literally or inherently, 
for the step of specifically contacting "a cell producing an allergen-specific IgE . . ." or contacting 
"an IgE producing cell" with an effective amount of interferon tau that is specifically recited in the 
claims In order for there to be a teaching or suggestion of the contacting step in claims 54 and 55 , a 
person of ordinary skill in the art would had to have known or had a reasonable expectation that 
interferon tau suppresses or inhibits allergen-specific IgE production or proliferation of an IgE 
producing cell. There is nothing in Table 2 or the cited patent to indicate that a cell producing an 
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allergen-specific IgE or a proliferating IgE-producing cell was contacted with interferon tau. Table 2 
in the Soos et al. ('816) patent is directed to levels of cytotoxicity of interferons on cells and 
discloses nothing regarding actions of interferon tau on IgE producing cells or IgE responses. If the 
Examiner disagrees, then Applicants respectfully request the Examiner indicate where in the Soos et 
al. ('816) patent a cell producing an allergen-specific IgE or a proliferating IgE-producing cell is 
described and contacted with an interferon tau. Applicants respectfully assert that the Examiner has 
essentially acknowledged that the effect of interferon tau on allergen-specific IgE production and 
proliferation of IgE producing cells was not known or suggested prior to the filing of the subject 
application. Thus, the methods of claims 54 and 55 are novel and nonobvious. Moreover, a person 
of ordinary skill in the art would not have known what would constitute an "effective amount" of 
interferon tau for purposes of suppressing or inhibiting allergen-specific IgE production or 
suppressing or inhibiting proliferation of an IgE-producing cell since there was no teaching or 
suggestion of the activity recited in the claimed methods. Applicants also note that administering 
interferon tau to a patient as described in the cited patents would not necessarily result in contacting 
a cell producing an allergen-specific IgE or an IgE producing cell. 

In view of the above remarks, reconsideration and withdrawal of the rejections under 35 USC 
§§102(a) and 102(e) is respectfully requested. 

In view of the foregoing remarks and amendments to the claims, Applicants believe that the 
currently pending claims are in condition for allowance, and such action is respectfully requested. 

The Commissioner is hereby authorized to charge any fees under 37 CFR §§1.16 or 1.17 as 
required by this paper to Deposit Account No. 19-0065. 
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Applicants invite the Examiner to call the undersigned if clarification is needed on any of this 
response, or if the Examiner believes a telephonic interview would expedite the prosecution of the 
subject application to completion. 



Respectfully submitted, 

^ — - 

Doran R. Pace 
Patent Attorney 
Registration No. 38,261 
Phone No.: 352-375-8100 
Fax No.: 352-372-5800 
Address: 2421 N.W. 41st Street, Suite A-l 
Gainesville, FL 32606-6669 

DRP/sl 
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